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Remarks 

After claims 37-43. 60 and 61 were finally rejected and claims 44-59 were allowed by a 
final OfiBciai Action mailed January 29, 2003, a Notice of Appeal was filed on April 29, 2003 
and an Appeal Brief was filed August 28, 2003. The present non-final Official Action was 
mailed December 3, 2003. A petition for a two month extension of the time to respond and 
authorization to charge Deposit Account No. 50-1058 the small entity extension fee of $210 
accompany this response. 

The present Official Action indicates that ^jplicant's arguments with respect to claims 
37-43, 60 and 61 have been considered but are moot in view of the new grounds of rejection. 
Claims 37-41 and 43 were rejected under 35 U.S.C. 102(b) based on Shinohara et al. U.S. Patent 
No. 4,694,723 (Shinohara). Claims 37-43, 60 and 61 were rejected under 35 U.S.C. 102(b) 
based on Park U.S. Patent No, 5,715,179 (Park "179). Claims 37-43, 60 and 61 were rejected 
under 35 U.S.C. 102(b) based on Park U.S. Patent No. 5,567,662 (Park '162). Claims 37-43, 60 
and 61 were rejected under 35 U.S.C.102(e) based on Sagawa et al U.S. Patent No, 6,461,239 
(Sagawa). Claims 37-43, 60 and 61 were rejected under 35 U.S.C. 102(e) based upon Okita et al. 
U.S. Patent No. 6,645,067 (Okita). Claims 42, 60 and 61 were rejected under 35 U.S.C. 103(a) 
based upon Shinohara in view of Okamoto U.S. Patent No. 6,488,508 (Okamoto). Claims 44-59 
were allowed. 

Claims 37-40, 42, 60 and 61 have been amended to be more clear and distinct. In a 
number of instances, the Official Action has stated that the phrase "home video game" is located 
in the preamble and is not given patentable weight. If such statements are intended as a 
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Statement of the applicable law, they are travmed as incomplete and incorrect as applied to these 
claims. Nonetheless, claims 37, 60 and 61 have been amended to add "^horne video game" 
limitations to the body of these claims consistent with the teachings of the present ^plication. 
New Section 102fe) Rejections 

The preliminaiy amendment filed March 4, 2002 in conjunction with the filing of the 
present continuation application amended that application to claim a chain of priority back to 
U.S. Serial No. 08/720,295 filed September 26, 1996, The Official Filing Receipt confirms this 
priority. 

The earliest U.S. priority application for Sagawa was filed September 14, 1998 and the 
cariiest foreign priority claimed was September 17, 1997. The earliest U.S. priority application 
for Okita is February 10, 2000 with an earliest foreign priority claimed of February 16, 1999. 
Consequently, Sagawa and Okita clearly not prior art under 35 U.S.C. 102(e) and the rejections 
based thereupon should be withdrawn. It is fiirther noted that Shimomura et al. U.S. Patent No. 
6,607,446 "'cited to show related teachings in the art" is also not prior art. 

While Okamoto claims a chain of priority back to an earliest U.S. filing date of April 25, 
1994, it does so through a chain of applications including multiple continuation-in-part 
applications. Only the portion of Okamoto filed before September 26, 1996 can be considered 
prior art under 35 U.S.C. 102(e)/103. A brief review of Okamoto with respect to earlier patents 
in its priority chain shows that U.S. Patent No. 5,489,103 having a U.S. filing date of April 25, 
1994 ends with Fig. 7, U.S. Patent No. 5,735,744 adds Figs. 8A, 8B and 9-1 1 . While U.S. 
Patent No. 5,775,995 has not been studied, it indicates on its face that it is a divisional of the 
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application on which U,S- Patent No. 5,735,744 is based so these two patents should have 
common disclosmres and different claims. Okamoto adds at least a charging system 1 10 to Fig. 
2, a step S 11 60 to Fig. 6, and new Figs. 12-14. In light of these changes, it is suggested that the 
present Okamoto based rejection be withdrawn and that if deemed appropriate by the Examiner, 
a new rejection be made on one or more of the earlier Okamoto patents. However, the apparently 
limited reUance upon Okamoto as purportedly disclosing ^an interactive communication system 
for communicating video game and karaoke software . . . which comprises a monitor 1 6 to 
display images, for example, the video game user^s score" is addressed below. 
Shinohara 

Claims 37-41 and 43 were rejected under 35 U.S.C. 102(b) based upon Shinohara. As 

noted above, the OfQcial Action's analysis of the patentable weight of claim language in the 

preamble as applied to the former claims is traversed as legally incorrect. Nonetheless, claim 37, 

as presently amended, recites that the **musical home video game" of these claims is 

for use hi conjunction with a video display for displaying 
video images related to the musical home video game. 

Further it comprises: 

a control with selection buttons to enter data and select 
mode of play of the musical home video game from a menu 
of play mode options displaved on the video display : 

a user-controllable musical input which a user uses to play 
the musical home video game: 
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and a control system for monitoring and scoring the user's 
play of the musical home video game and for controlling a 
second non-musical output according to the user's play of 
the musical home video game , (emphasis added) 

Consequently, reconsideration of Ae previous argum»ts regarding Shinohara '"not 
disclosing a musical home videogame" is respectfully requested. By its terms, Shinohara "relates 
to an electronic musical instrumenf Shinohara, col. 1, lines 6 and 7. Among Shinohara's 
objects are providing "improved ftmction of keyboard playing practice for trainees" and "an 
electronic musical instrument, which permits effective training according to the degree of skill of 
players." Shinohara, col. 1 , lines 36-43. It appears to have no teaching of a **musical home video 
game". While Shinohara discloses mode switches 2A for selecting from a power-off mode, a 
normal play mode and a training mode (col. 2, lines 17-20), it does not teach and does not make 
obvious "a control with selection buttons to enter data and select mode of play of the musical 
home video game from a menu of play mode options displayed on the video display" as presently 
claimed. To the contrary, Shinohara describes LEDs 3 which have a dual purpose. They provide 
user cuing to which key to play next and are also provided to "indicate the accuracy of the 
performance" by lighting in increasing numbers next to the words *TAILURE", *TAIR", 
"GOOD", and *TBXCELLENT* which words are located adjacent to a conrespondmg number of 
stars ranging from one to four. These words and associated stars simply sqipear on the casing 13. 
Shinohara, col. 3, lines 22-35. 
Park '179 and Park '162 

Clauns 37-43, 60 and 61 were rejected based on both Park '179 and Park '162 under 35 
U.S.C. 102(b). While these patents have different inventors, both are assigned to Daewoo 
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Electronics and both address scoring arrangements for karaoke systems. As was the case for 
Shinohara, the OflBcial Action's analysis of the effect of the language **nmsical home video 
game" in the preamble is traversed and reconsideration of the previous arguments that Park ' 179 
and Park * 162 do not teach and do not make obvious a "musical home videogame" is respectfully 
requested. By its terms. Park '179 addresses a '"performance evaluation method for use in a 
karaoke apparatus". See, for example, Park '179 Title, Abstract, and coL 1, lines 6-9- 
Similarly, Park '162 addresses "a karaoke system capsble of scoring singing of a singer on 
accompaniment thereof. See, for example. Park '162 Title, Abstract and col. 1, lines 9-11. 
Neither Park '179 nor Park ' 1 62 anticipates or makes obvious the claims as presently amended. 
Shinohara in view of Okamoto 

Claims 42, 60 and 61 were rejected under 35 U.S.C. 102 over Shinohara in view of 
Okamoto. Shinohara has been addressed above. Okamoto is entitled '"Literactive 
Communication System For Communicating Video Game and Karaoke Software". As explained 
in the Abstract, the communication system transmits video game and karaoke software from a 
host to conununication terminal devices. See also, col. 1, lines 15-17. It does not teach a 
**musical home video game" as presently claimed and does not provide a basis for modifying 
Shinoham in a manner which makes the present claims obvious. 
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Conclusion 



All of the presently pending claims, as amended, appearing to define over the applied 
references, withdrawal of the present rejection and prompt allowance are requested. 



Respectfully submin^d, 

Pker H. Priest 

Reg. No. 30,210 

Priest & Goldstein, PLLC 

5015 Southpark Drive, Suite 230 

Durham. NC 27713-7736 

(919) 806-1600 
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